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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application of: 
Masaaki Asonuma 



Confirmation No.: 9039 



Application No.: 10/697,249 



Art Unit: N/A 



Filed: October 31, 2003 



Examiner: Not Yet Assigned 



For: GAMING MACHINE 



PETITION UNDER 37 CF.R, $1.47 TO ACCEPT DECLARATION WHEN INVENTOR 

REFUSES TO JOIN IN APPLICATION 



MS Petitions 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



The Notice To Filed Missing Parts Of Nonprovisional Application mailed on August 
1 1, 2004 provides, inter alia^ that a properly signed oath or declaration in compliance with 37 
CF.R. §1.63 is required to avoid abandonment of the above-identified application. 

The invention of the above-identified application was created by inventor, Masaaki 
Asonuma, during his employment with ARU2E Corp. ("ARUZE") and under written contract to 
assign any and all inventions developed in connection with that employment to ARUZE. 



or reached after diligent effort, a person to whom the inventor has assigned or agreed in writing 
to assign the invention or who otherwise shows sufficient proprietary interest in the matter 
justifying such action, may make application for patent on behalf of and as agent for the inventor 
on proof of the pertinent facts and a showing that such action is necessary to preserve the rights 



Dear Sir: 



However, Mr. Asonuma has refused to join in the above-identified application. 



Whenever an inventor refuses to execute an application for patent, or cannot be found 
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of the parties or to prevent irreparable damage; and the Director may grant a patent to such 
inventor upon such notice to him as the Director deems sufficient, and on compliance with such 
regulations as he prescribes. 35 U.S.C. §118. 

The oath or declaration in such an application must be accompanied by a Petition 
including proof of the pertinent facts, a showing that such action is necessary to preserve the 
rights of the parties or to prevent irreparable damage, the fee set forth in § 1.17(h), and the last 
known address of all of the inventors. 37 C.F.R. § 1.47(b). 

Petition including proof of the pertinent facts 

This Petition requests that the Declaration And Power Of Attorney For Patent 
Application provided herewith, which has been executed by Nobuo Yaegashi on behalf of 
Masaaki Asonuma, be accepted. 

Where a corporation is the 37 C,F,R, §1. 47(b) applicant, an officer (President, Vice- 
President, Secretary, Treasurer, or Chief Executive Officer) thereof should normally sign the 
necessary oath or declaration. See M.P.E.P, §409.03(b). 

The Declaration And Power Of Attorney For Patent Application is executed on 
behalf of Masaaki Asonuma by Nobuo Yaegashi, an Assistant General Manager with ARUZE. 

The 37 CF.R. § 1.47(b) applicant must state his or her relationship to the inventor as 
required by 37 C.F.R. §1.64. See M.P.E.P. §409.03(b). 

The Declaration And Power Of Attorney For Patent Application states the 
relationship of Nobuo Yaegashi as an authorized representative of ARUZE, the former employer 
of Masaaki Asonuma. 

The application must be accompanied by proof that the inventor (1) cannot be fourul 
or reached after a diligent effort or (2) refuses to execute the application papers. See M.P.E.P. 
§409.03(d). 
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Also provided along with this Petition is a Declaration under 37 C.F.R. § 1.132 
executed by Mr. Nobuo Yaegashi, Assistant General Manager of the Patent Department for 
ARUZE, that submits proof of the diligent effort undertaken by ARUZE in seeking the 
execution by Mr. Asonuma of the Declaration, and that the nonsigning inventor cannot be found 
or reached after diligent effort or refuses to execute the application papers. 

The 37 C.F.R. § 1.47(b) applicant must make out a prima facie case (I) that the 
invention has been assigned to him or her or (2) that the inventor has agreed in writing to assign 
the invention to him or her or (3) otherwise demonstrate a proprietary interest in the subject 
matter of the application. See M.P.E.P. §409.03(f). 

Also provided along with this Petition is an Assignment indicating that the inventor, 
Masaaki Asonuma, has agreed in writing to assign the invention to him to ARUZE. 

A showing that such action is necessary to preserve the rights of the parties or to 
prevent irreparable damage 

TJie 37 C.F,R. §1, 47(b) applicant must prove that the filing of the application is 
necessary (l)to preserve the rights of the parties or (2) to prevent irreparable damage. See 
M,P,KP. §409,03(g). 

The Declaration And Power Of Attorney For Patent Application includes a claim of 
foreign priority benefits under 35 U.S.C. §119 to Japanese Patent Application No. 2002-335116 
filed on November 19, 2002. 

An application for patent for an invention filed in this country by any person who 
has, or whose legal representatives or assigns have, previously regularly filed an application for 
a patent for the same invention in a foreign country which affords similar privileges in the case 
of applications filed in the United States or to citizens of the United States, or in a WTO member 
country, shall have the same effect as the same application would have if filed in this country on 
the date on which the application for patent for the same invention was first filed in such foreign 
country, if the application in this country is filed within twelve months from the earliest date on 
which such foreign application was filed. 35 U.S.C. § 119(a). 
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Accordingly, the above-identified application was filed on October 31, 2003, within 
twelve months from the earliest date on which Japanese Patent Application No. 2002-3351 16 
was filed (1) to preserve the rights of the parties or (2) to prevent irreparable damage. 

Fee set forth in §1.17(h) 

Please charge Deposit Account No. 18-0013 in the amount of $130.00 in payment of 
the Petition fee for other than a small entity. 



The last known address of the nonsigning inventor, Masaaki Asonuma, is 73-23-7-2, 
Maehara-higashi, Funabashi-shi, Chiba, JAPAN. 



Declaration And Power Of Attorney For Patent Application provided herewith, which has been 
executed by Nobuo Yaegashi, be accepted, and that the application may be made by Nobuo 
Yaegashi on behalf of the omitted inventor, Masaaki Asonuma. 

If any fee is required or any overpayment made, the Commissioner is hereby 
authorized to charge the fee or credit the overpayment to Deposit Account # 18-0013. 

Dated: October 1, 2004 Respectfully submitted, ^ — . 



Last known address of the nonsigning inventor 



Conclusion 



Upon this petition and in view of the evidence submitted, it is requested that the 



By. 




Brian K. Dutton 



Registration No.: 47,255 
RADER, FISHMAN & GRAUER PLLC 
1233 20th Street, N.W. 
Suite 501 

Washington, DC 20036 
(202) 955-3750 
Attorney for Applicant 
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ASSIGNMENT 

November 28, 2002 

Assignee Address: 1-25, Ariake 3-chome, Koto-ku. Tokyo 
Name : ARUZE CORP. 

Assignor Address: 3-23-7-2. Maehara-higashi, Funabashi-shI, Chiba 

Name: IVIasaaki ASONUMA (seal) 
r Assignor Address: 

Name: 
Assignor Address: 

Name: 
Assignor Address: 

Name: 
Assignor Address: 

Name: 

I/We (Assignor/Assignors) hereby assign ARUZE CORP. the right to have profit from patent right (utility 
model right) the invention entitled below may bring. 

1 . Title of the Invention (invention described in invention Report) 

Liquid Crystal Display Device to be arranged in front of a reel (restricted to reel back light for 
demonstration) 

[to be used for FIREWORKS SCENERY] 
(Ref. No. P02-0919) 



Ref No. P02-0919 



Pat.ADPln.2Q02-335116 



Submission Date: November 19, 2004 

Pgs:i/JL 



[Title of Document] Patent Application 
[Reference No.] P02-0919 

[Addressed to] Commissioner, Japan Patent Of&ce 

[International Patent Classification] A63F 5/04 
[Title of the Invention] GAMING MACHINE 
[Inventor] 

[Address] 

[Name] 
[Patent Applicant] 

[Identification No.] 

[Name] 
[Administrator] 

[Identification No.] 

[Patent Attorney] 

[Name] 
[Appointed Administrator] 

[Identification No.] 100079522 

[Patent Attorney] 

[Name] Kazuko HORI 

[Indication of Fees] 

[Advance Payment Book Number] 

[Amount Paid] 
[List of Attached Document] 

[Title of Document] Specification 

[Title of Document] Drawings 

[Title of Document] Abstract 1 

[General Power of Attorney No.] 
[Necessity of Proof] Yes 



Ariake Frontier Building A, 3- 1*25, Ariake, KotO'ku, Tokyo 
Masaaki ASONUMA 

598098526 
ARUZE Corp. 

100081477 

Susumu HORI 



010906 
21,000 Yen 



9814810 



m. 



i/n 2i"B 



ISA ftBf ^-^^XL-^mM^ 3 T g 1 #^ 2 5 




12 



P02-0919 ) 



<fi_0029 



StBB ¥^1 4^11^190 
=P02-0919 ^^2002-3351 16 g: 1/ 1 

P02-0919 

[gl^^i^f^^^] A63F 5/04 

[mmy,\tmm\ y^-^^uy^m-^m 3 t s i 2 5 mm -pxn^^^r 

[ia^'J#-§-]| 598098526 
[ffigSU^-i-l 100081477 

[iSSlJ#-^l 100079522 

[^f-i^i&llii*-^] 010906 
[7irt#t^^] 21,000R 

w^^] mm 1 

[-aig^ffiibtS-i-] 9814810 



vivr <- 33'S'wcs» A«/ tone nccc cn vwj 7i:ci oui 07/70 *nn7 



Docket No.: SHO-0023 
(PATENT) 
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In re Patent Application of: 
Msisaaki Asonuma 

Application No.: 10/697,249 

Filed: October 31, 2003 

For: GAMING MACHINE 



AND TRADEMARK OFFICE 

Confirmation No.: 9039 
Art Unit: N/A 

Examiner: Not Yet Assigned 



DECLARATION UNDER 37 C,F,R. 8 1.132 

MS Missing Parts 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: . 

The undersigned hereby declares that: 



1 . I am Assistant General Manager of Patent Department of ARUZE Corp. 
who is responsible for handling intellectual property, specifically patent, matters and is 
authorized representative of ARUZE Corp., assignee of above-identified application, to 
execute this Declaration. I am also designated to manage the above-identified patent 
application by ARUZE Corp. 



2. In cormection with my responsibilities with regard to the above- 
identified patent application, we contacted Mr. Masaaki Asonuma, a sole inventor of 
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the subject matter disclosed and claimed in the above-identified patent application, to 
request his execution of a declaration as required by 37 C.F.R. § 1.63. 

3. Mr. Asonuma refused to cooperate and to join in making the above- 
identified patent application. 

4. We mailed a Declaration and Power of Attomey and Assignment 
documents to Mr. Asonuma on April 7, 2004, to have him execute the documents at his 
last known address of 73-23-7-2, Maehara-higashi, Funabashi-shi, Chiba, Japan. A 
copy of the letter sent and its translation of the relevant part are attached hereto as 
Appendix A. 

5. Mr. Asonuma called us on April 7, 2004 and stated that he was not 
certain for execution and needed time for consideration. 

6. We mailed a Japanese translation of the Declaration and Power of 
Attomey to his last known address for reference and requested Mr. Asonuma to 
execute the documents again on April 13, 2004. The letter dated April 13, 2004 and its 
translation of the relevant part are attached hereto as Appendix B. We received no 
further communication from Mr. Asonuma. 

7. We again mailed a letter to Mr. Asonuma's last know address to have 
the documents executed and returned to us anyway upon his execution or without his 
execution on May 28, 2004. A copy of the letter dated May 28, 2004 and its translation 
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of the relevant part are attached hereto as Appendix C. However, we have heard 
nothing from Mr. Asonuma thereafter. 

8. I hereby declare that all statements made herein of my own knowledge 
are true and that all statements made on information and belief are believed to be tme, 
and further that there statements were made with the knowledge that willful false 
statements and the like so made are punishable by fine or imprisonment, or both, under 
Section 1001 of Title is of the United States Code, and that such willful false 
statements may jeopardize the validity of the application or any patent issued thereon. 

wherefore, I hereby subscribe my name to the foregoing Declaration. 

September 16^ 2004 
Date 

DC167513 




Assistant General Manager of 
Patent Department 
ARUZE Corp. 
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APPENDIX A 

Serial Number: 10/679,249 
Applicants: ARUZECorp. 

Title: G AMINO MACHINE 



Rader, Fishman & Grauer PLLC 



Translation of Letter to Mr. Masaaki Asonuma dated April 7, 2004 



We have completed applications for patents in the U.S. (application date: 
October 31, 2003) . . . based on Japanese patent application No. 2002-3351 16. Based 
on the applications, Mr. Asonuma's execution to (1) U.S. application declaration and 
power of attorney, (2) U.S. assignment and (3) . . . became necessary. 

Accordingly, it would be appreciated if you could execute the documents 
enclosed (at 6 places) and return them by April 21, 2003 (Wednesday). 



ARUZE 

T135-0035 Jft:^t5fl:«KW^ 3-1-25 
^mya>y^^7\d)V AW. 
TEL : 03-5530-305S FAX : 03-5530-3081 




2004 ¥ 4 ^ 7 B (tK) 
TEL : 03-5530-3055 
FAX : 03-5530-3081 




"iT^3¥loH¥i¥)Tgwir^-^^^ 



ARUZE 

TI35-0035 *:KfBa:mKW?« 3-J-25 
TEL : 03-5530-3055 FAX : 03-5530-3081 

3. mrmmmL i ® 
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APPENDIX B 

Serial Number: 10/679,249 
Applicants: ARUZECorp. 

Title: GAMING MACHINE 



Rader, Fishman & Grauer PLLC 



Translation of Letter to Mr. Masaaki Asonuma dated April 13, 2004 



Thank you for your phone call today even though you are in busy schedule. 

(1) We apologize for the error in your name on Japanese patent application Nos 
2002-335610 and 2003-334705. We report to you that other applications 
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claiming priority based on these two applications have been filed and the later / 
filed applications contain correct name of yours. 



(2) We have translation of U.S. Declaration and Power of Attorney, which is 
enclosed herein for your reference. . . . 



Accordingly, it would be appreciated your cooperation. If you have any questions, 
please let us know at any time. 



ARUZE 

T135-0035 ««fBQ:«K*r5« 3-1-2S 
TEL : 03-5530-3055 FAX : 03-5530-3081 




2004¥4^ 13 0(ik) 
TEL : 03-5530-3055 
FAX : 03-5530-3081 

: ^mi't 



Mm 
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APPENDIX C 

Serial Number: 10/679,249 
Applicants: ARUZE Corp. 

Title: GAMING MACHINE 



Rader, Fishman & Grauer PLLC 



Translation of Letter to Mr. Masaaki Asonuma dated May 28. 2004 



We are wondering whether you have reviewed and executed the (1 ) Declaration 
and Power of Attorney for U.S. applications, (2) Assignment for U.S. applications and 
(3) . . . It would be appreciated if you would send them back to us if you would not 
accept the documents by June 1 1 . 2004. 



=f 135-0035 «^»a:«K*rW 3-1-25 

TEL : 03-5530-3055 FAX : 03-5530-3081 




2004^5^ 28 
TEL : 03-5530-3055 
FAX : 03-5530-3081 




